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DETAILED ACTION 
Response to Amendment 

On page 10, paragraph 2 of the amendment, filed on Feb. 23, 2001 as Paper No. 

4, the applicant remarks with respect to the invention in contrast to Bobo: 

"An e-mail notification is also preferably sent to the recording user notifying the 
recording user of the address at which the recorded audio file can be accessed." 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, itjs noted that the features upon which applicant relies 
(i.e., e-mail notification sent to the recording user notifying the recording user of the 
address at which the recorded audio file can be accessed) are not recited in the 
rejected claim(s). For example, see claim 12 which appears to recite a feature similar to 
the above cited feature except that "e-mail" is not recited. Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into 
the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

On page 1 1 , paragraph 3 of the amendment, the applicant remarks: 

"As discussed above, Bobo teaches that to obtain a message such as a 
facsimile message, the user selects an anchor for a facsimile list. In response 
to this selection, the system of Bobo then displays a file containing the list of 
facsimiles. Bobo does not teach that the facsimile messages are accessible 
other than through this facsimile list." 



Although the applicant's remarks have been duly considered, they are not 
deemed fully persuasive. Although Bobo teaches that facsimiles (and also voice 
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messages or recorded audio files) are first accessed via a web page containing links to 
the faxes and voice messages, it is not clear why the URL for this web page could not 
be considered a separately and independently accessible address for the recorded 
audio file. For example, Bobo teaches that the URL is accessible via the WWW at 
virtually any location in the world (col. 18, .lines 34-44). An address that is accessible 
via the WWW at virtually any location in the world can be considered a separately and 
independently accessible address. For example, a separate computer is capable of 
"separately" accessing the recorded audio file somewhere else on the WWW. 



Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 12 and 44-47 are rejected under 35 U.S.C. 112, second paragraph, as 

being indefinite for failing to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. The subject claims recite specifying an 

address. However, it is not clear whether the "notification" or "audio communication" 

specifies the address. As consistent with the specification, the claim will be interpreted 

as if the notification specifies the address. Nonetheless, correction of the claim is 

required. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
fqrm the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-7, 9-11. 13-19. and 21-43 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Bobo, II (U.S. Patent No. 5,675,507) [Hereinafter Bobo], of record. 

With respect to claim 1 . the following paragraphs for additional details on how 
Bobo anticipates particular limitations in the claim. 

"a. establishing a telephony connection between a telephony device and a call 
recording device" reads on Figs. 1 and 2, where a telephone call (telephony connection) 
is established between Telephone Set (26) (telephony device) and a call recording 
device (Message Storage and Delivery System) (MSDS) (10). 

"b. recording an audio communication transmitted over the telephony connection 
thereby establishing a recorded audio file" reads on Fig. 2, step (52). 
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"c. associating an independently accessible address with the recorded audio file, 
such that when the address is accessed using the computer system, the recorded audio 
filed is transmitted to the computer system for playback" reads on Fig. 1 , Fig. 3, step 
(62), Fig. 8, and col. 7, lines 25-31 where the user enters a URL (address) at a 
Computer with a hypertext browser (32) (computer system) to access the MSDS (10). 
The URL (html address) is associated with the recorded audio file in that the URL is 
associated with the MSDS (10) mailbox where the recorded audio file is stored. The 
audio file is converted into a format appropriate for HTML linking, such as AU or WAV 
and transmitted to Computer (32) (computer system). See also col. 12, line 63 - col. 
13, line 23. The phrase "independently accessible address" is extremely broad. For 
example, a Uniform Resource Locator (URL) address of Bobo associated with the 
recorded audio file is an address independently accessible by any computer browser 
connected to the World Wide Web (WWW), "...wherein the recorded audio file is 
separately accessible using the independently accessible address" reads on col. 18, 
lines 35-56 where the recorded audio file is accessible via the WWW at "virtually any 
location in the world". An address that is accessible via the WWW at virtually any 
location in the world can be considered a separately and independently accessible 
address. For example, a separate computer is capable of "separately" accessing the 
recorded audio file somewhere else on the WWW. 
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Claim 17 differs substantively from claim 1 in that claim 1 recites the following 
limitation: "c. including the recorded audio file within a second file, such that when the 
second file is accessed using the computer system, the recorded audio file is available 
for playback at the computer system" This limitation reads on reads on col. 13, lines 5- 
15 where each audio html files (second file) includes an anchor to the actual audio file 
(i.e., 1.wav). 

Claim 22 differs substantively from claim 1 in that claim 22 recites the means to 
perform the method steps of claim 1 . Therefore, see the claim 1 rejection for any 
additional details. "A. means for establishing a telephone connection..." reads on Fig. 
1 , Telephone Set (26). "B. Means for recording... ." and "C. Means for storing..." reads 
on Fig. 1, MSDS(10). 

Claim 30 differs substantively from claim 22 in that claim 30 recites a "circuit" and 
"systems" to instead of "means" as in claim 22. However, the "circuit" and "systems" 
reads on the "means" of claim 22. Therefore, the claim 22 rejection for any further 
details. 

Claim 37 differs substantively from claim 1 in that claim 37 recites a "server" and 
"systems" to perform the method steps of claim 1. . Therefore, see the claim 1 rejection 
for any additional details, "a. a call processing and recording system..." reads on Fig. 
13, Central Processor (3). "b. a server coupled to the call processing and recording 
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system..." reads on Fig. 13, Internet Server (5). Note that Fig. 13 illustrates the various 
systems that comprise MSDS (10). See also col. 16, lines 47 - 67. "c. one or more 
computer systems..." reads on Fig. 1, Computer (32). 

With respect to claim 2 . see Fig. 13, Internet Server (5) and col. 17, lines 37-43. 

With respect to claim 3 . see Fig. 8 and col. 12, line 63 - col. 13, line 23. Note 
that the address (URL) is accessed when the audio file is retrieved. 

With respect to claims 4. 28. and 42 . see col. 13, lines 10-15 where the user 
selects an anchor (hyperlink) to access a voice message (audio file). Although the 
anchor (hyperlink) may be a simple HREF command referring to the voice message 
(audio file), selecting the hyperlink would still result in the html address (URL) 
corresponding to user's mailbox on the Internet Server (5) being sent to Internet Server 
(5) in order for the browser to request and retrieve the voice message (audio file) from 
Internet Server (5). 

With respect to claims 5. 25. 26. 33. and 34 . see Fig. 1 where an Internet (data) 
connection is established between the Computer (32) and the MSDS (10) in order to 
play back recorded audio (col. 12, line 63 - col. 13, line 33). 
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With respect to claims 6. 29. 36. and 43 . see col. 13, lines 10-15 and the claim 4 
rejection above. 

With respect to claims 7. 19. 24. 32. and 39 . see Fig. 13 where the Internet 
Server (5) (server) is remote from the Computer (32) (computing system). 

With respect to claim 9 . the message storage process of Fig. 2 and message 
retrieval process of Fig. 3 are separated by time. The phrase "recorded audio file is first 
available for playback" is a broad term. For example, an audio file may be only 
considered "available' to the user when the user has established and Internet 
connection and successfully logged onto the MSDS (10) by entering a correct logon id 
and password. If the user is unable to log onto the MSDS (1 0), then the audio files are 
"unavailable" to the user. 

With respect to claim 10 . the user inherently has the ability to specify the "time" 
by simply deciding when to attempt to log onto the MSDS (10) (see the claim 9 rejection 
above) and review messages, such as immediately after the recording was made or 
after a lengthy delay period. 



With respect to claim 1 1 . a "location profile" is a broad enough phrase to 
correspond to the time zone that the MSDS (10) resides in because the time zone is a 
significant feature that helps to "profile" the location of MSDS (10). The time zone that 
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the MSDS (10) is located in would in turn determine the "time" when remote users log 
onto the MSDS (10) from areas outside the time zone. As stated in the claim 10 
rejection, the "time" that user logs onto the MSDS (10) specifies the range when the 
recorded audio file is first available for playback. 

With respect to claim 13 , see col. 8, lines 10-20 and col. 13, lines 16-18. 

With respect to claim 14 , the link is posted in a predetermined location, namely in 
the MSDS (10). 

With respect to claim 1 5 , see col. 13, lines 13-14. 

With respect to claim 18 . the web server would serve the html file and anchored 
audio file. (step of including is performed by a server). 

With respect to claims 23. 31 and 38 , see Fig. 15, Storage (11). 

With respect to claim 27 , see Fig. 13, Internet Server (5). 



With respect to claim 35 , see Fig. 15, Storage (1 1) where the html files are 
addressed via the Internet (30). 
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With respect to claim 40 , see col. 6, lines 20-22. 
With respect to claim 41 . see Fig. 1 . 

Claims 1. 8. 17. 20. 22. 30 and 37 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Uppaluru (U.S. Patent No. 5,915,001), of record. Uppaluru teaches of a 
system for providing speech files that are accessible via the Internet. Significantly, 
Uppaluru also teaches of allowing users to make the speech files accessible (publishing 
the speech files) using a telephonic connection. 

With respect to claim 1 . the following paragraphs for additional details on how 
Uppaluru anticipates particular limitations in the claim. 

"a. establishing a telephony connection between a telephony device and a call 
recording device" reads on col. 20, lines 4-10. 

"b. recording an audio communication transmitted over the telephony connection 
thereby establishing a recorded audio file" reads on col. 21 , lines 1 0-1 3. 

"c. associating an independently accessible address with the recorded audio file, 
such that when the address is accessed using the computer system, the recorded audio 
filed is transmitted to the computer system for playback" reads on col. 21 , lines 25-29 
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where a URL (address) is associated with the recorded audio files. See also col. 7, 
lines 13-67. The URL can then be accessed telephonically (col. 7, lines 28-39) or via a 
WWW browser (col. 7, lines 20-21). The phrase "independently accessible address" is 
extremely broad. For example, the URL address of Uppaluru associated with the 
recorded audio file is an address independently accessible by any computer browser 
connected to the WWW. "...wherein the recorded audio file is separately accessible 
using the independently accessible address" reads on col. 7, lines 20-23 where the 
recorded audio file is accessible via the WWW at virtually any location in the world. An 
address that is accessible via the WWW at virtually any location in the world can be 
considered a separately and independently accessible address. For example, a 
separate computer is capable of "separately" accessing the recorded audio file 
somewhere else on the WWW. 

Claim 17 differs substantively from claim 1 in that claim 1 recites the following 
limitation: "c. including the recorded audio file within a second file, such that when the 
second file is accessed using the computer system, the recorded audio file is available 
for playback at the computer system" reads on the embedding process of col. 7, lines 
34-35. 

Claim 22 differs substantively from claim 1 in that claim 22 recites the means to 
perform the method steps of claim 1 . Therefore, see the claim 1 rejection for any 
additional details, "a. means for establishing a telephone connection..." reads on Fig. 
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1, Telephone Set (111). "b. means for recording...." reads on Fig. 1, Voice and 
Telephony Interface 114 and col. 6, lines 23-30. "c. means for storing..." reads on Fig. 
1, Voice Web Site 102. 

Claim 30 differs substantively from claim 22 in that claim 30 recites a "circuit" and 
"systems" to instead of "means" as in claim 22. However, the "circuit" and "systems" 
reads on the "means" of claim 22. Therefore, the claim 22 rejection for any further 
details. 

Claim 37 differs substantively from claim 1 in that claim 37 recites a "server" and 
"systems" to perform the method steps of claim 1 . . Therefore, see the claim 1 rejection 
for any additional details, "a. a call processing and recording system..." reads on Fig. 
1 , Voice and Telephony Interface 114. "b. a server coupled to the call processing and 
recording system..." reads on Fig. 1, Voice Web Site 102. 

With respect to claims 8 and 20 , see col. 1 , lines 33-67. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 12 and 44-47 , as they can best be understood, are rejected under 35 
U.S.C. 103(a) as being unpatentable over Uppaluru as applied to claims 1,17, 22, 30 
and 37 above. 

Uppaluru fails to specifically disclose sending a notification to a recording user 
responsible for recording the audio communication where the notification specifies an 
independently accessible address associated with the recorded audio file. 

However, Uppaluru teaches that the user who recently published a business 
yellow page as discussed above (see the claim 1 rejection) may access that page in the 
business yellow pages searching program (col. 20, lines 35-67). Note that the user has 
the ability to browse voice pages using a WWW browser (col. 7, lines 20-23). WWW 
browsers have the inherent ability to display the URL of the page being displayed. 
Therefore, when the user is browsing the yellow page the browser would display (send 
a notification to the user) of the yellow page URL (independently accessible address 
associated with the recorded audio file). 
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Therefore, it would have been obvious to a person of ordinary skill in the art to 
add a sent notification to the recording user specifying the address as discussed above 
and as taught by Uppaluru to the yellow page publishing system of Uppaluru. 

The suggestion/motivation for doing so would have been to increase yellow page 
accuracy and effectiveness by visually reviewing using a WWW browser a yellow page 
that was recently published on the WWW. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Roland Foster whose telephone number is (703) 305- 
1491 . The examiner can normally be reached on Monday through Friday from 9:00 
a.m. to 5:30 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examinees 
supervisor, Fan S. Tsang, can be reached on (703) 305-4895. The fax phone number 
for this group is (703) 872-9314. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to customer service whose telephone number is 
(703) 306-0377. 



Conclusion 



July 28, 2001 





